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10)0 The drawing(s) filed on is/are: 3)0 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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1 . Restriction to one of the following inventions is required under 35 U.S.C. 
121: 

I. Claims 1 to 5, drawn to a prepolymer, classified in class 528, 
subclass 32. 

II. Claims 6 to 27, drawn to a copolymer, classified in class 526, 
subclass 279. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions of Group I and Group II are related as mutually exclusive 
species in an intermediate-final product relationship. Distinctness is proven for 
claims in this relationship if the intermediate product is useful to make other than 
the final product (MPEP § 806.04(b), 3rd paragraph), and the species are 
patentably distinct (MPEP § 806.04(h)). In the instant case, the intermediate 
product is deemed to be useful as a fiber treating agent, a glass sizing agent or 
as a component In a pressure sensitive adhesive and the inventions are deemed 
patentably distinct since there Is nothing on this record to show them to be 
obvious variants. Should applicant traverse on the ground that the species are 
not patentably distinct, applicant should submit evidence or identify such 
evidence now of record showing the species to be obvious variants or clearly 
admit on the record that this is the case. In either instance, if the examiner finds 
one of the inventions anticipated by the prior art, the evidence or admission may 
be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

3. Because these Inventions are distinct for the reasons given above and the 
search required for Group II is not required for Group I, restriction for examination 
purposes as indicated is proper. 

4. During a telephone conversation with Glenn Smith on 1/20/06 a 
provisional election was made without traverse to prosecute the invention of 
Group I, claims 1 to 5. Affirmation of this election must be made by applicant In 
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replying to this Office action. Claims 6 to 27 are withdrawn from further 
consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non- 
elected invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) 
if one or more of the currently named inventors is no longer an inventor of at 
least one claim remaining in the application. Any amendment of inventorship 
must be accompanied by a request under 37 CFR 1 .48(b) and by the fee 
required under 37 CFR 1.1 7(i). 

6. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 1 02 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication In this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

8. Claims 1 , 2 and 5 rejected under 35 U.S.C. 102(b) as being anticipated by 
O'Lenick. Jr. et al. '625 (herein O'Lenick). 

O'Lenick teaches silicone alkoxylated esters. See the top of column 4, 
when "q" is 0 and both R' groups are the formula shown on lines 13 and 14. One 
specifically taught embodiment for R" is -CH=CH-. Such a copolymers meets 
that of claim 1 when W is O and Y is OH. 
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Particularly note Reactant Example VII on column 5, which will result in 
the terminal groups required by the instant claims (having cis configuration). 
Note too the silicones on lines 10 to 15 which, when reacted, will have terminal 
ester groups. The Examiner refers to 5,180,843 (column 3, lines 40 to 60) as 
showing that the compounds in Examples 9 to 13 do, in fact, correspond to the 
structure on column 7, lines 10 to 15, wherein "q" Is 0. 

Thus for the table on column 8, the only difference between examples 23 
to 27 is that they contain CH2-CH2 R' groups rather than -CH=CH-. However the 
fact that there is a limited selection for R" groups and that patentee specifically 
teaches -CH=CH- as a preferred embodiment would lead the skilled artisan to 
find the claimed polymer fully disclosed and anticipated by the prior art. 

On the other hand, the only difference between example 7 and that claim- 
ed is the presence of "o" groups in the siloxane backbone. However in view of 
the fact that siloxanes having no "o" groups are specifically shown and used to 
prepare the silicones in O'Lenick the skilled artisan would have immediately 
envisioned the prepolymer of example 7 prepared with a siloxane having no "o" 
groups and as such this prepolymer is anticipated by the prior art. 

For claim 2, this limits the number of carbon atoms In Ri but since "n" is 
from 1 to 10 there can be up to 100 carbon atoms In this compound (In addition 
to O atoms). Thus the definition of a+b+c meet this limitation. On the other hand 
note, for instance, the siloxane in example 9 in which a+b+c = 0. This will result 
in a polymer meeting claim 2. 

9. Claims 1 and 2 are rejected under 35 U.S.C. 1 02(b) as being anticipated 
by O'Lenick, Jr. '269 and O'Lenick Jr. 542. 

The teachings in these references are comparable to O'Lenick '625 In that 
they prepare the base polymers In '625 and subsequently react the terminal -OH 
group. The Examiner relies on the rationale detailed in paragraph 8, supra, for 
this rejection. 

The Examiner has made rejections over these references because they 
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correspond to the claimed prepolymer when Y is a residue having a carboxyl 
group. See for instance column 3, lines 15 to 50 of *542, which shows a 
prepolymer having a terminal salicylic acid group. See also column 2, lines 20 
to 60, which shows a prepolymer having a terminal lactic acid group. 

10. Claims 1 to 5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Mueller et al. 

Mueller et al. teach polysiloxane hydrogels. Particular attention is drawn 
to formula (B) having the dimethylsiloxane backbone shown on line 36 of column 
4. Note that R3 can be COOH. This corresponds to the claimed terminal group 
when Y is OH. While the formula on column 4 embraces the claimed prepolymer 
the more specific teachings on column 7 are relied upon as anticipating the 
claimed prepolymer. 

The bottom of column 7 refers to the terminal groups when X represents 
-COO- or -CONR5-. This corresponds to the -COW- linkage in instant claim 1 . 
The terminal groups are then the "monoacyl radicals of maleic, fumaric or 
itaconic acid, or the monoalkyi esters" thereof. These monoacyl radicals 
correspond to a terminal group having a terminal OH group corresponding to the 
claimed Y group. The maleic acid will form a cis configuration, the fumaric acid 
will form a trans configuration while the itaconic acid will result in the compound 
of claim 4. Since this provides a detailed explanation of terminal groups 
corresponding to those claimed and since one must select from only 2 different 
siloxane backbones, one of which meets the siloxane backbone in the claimed 
prepolymer, the teachings in Mueller et al. anticipate the instant claims. 

1 1 . The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so as 
to prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. 
See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re 
Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937. 214 USPQ 761 (CCPA 1982); In re VogeK 422 F.2d 438, 164 
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USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528. 163 USPQ 644 
(CCPA1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may 
be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent is shown to 
be commonly owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fully comply with 37 CFR 3.73(b). 

12. Claims 1 and 2 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 
1 to 5 of copending Application No. 10/875,969. Although the conflicting claims 
are not identical, they are not patentably distinct from each other because in the 
prepolymer of '969, when Y is the reactive oligomer derived from a hydroxy 
reactive monomer, this will correspond to the claimed prepolymer in which Y is a 
residue having a reactive functional hydroxyl group. 

This is a provisional obviousness-type double patenting rejection because 
the conflicting claims have not in fact been patented. 

13. The remaining references are cited as being of general interest. 
References such as Mazurek et al. and Berger et al. teach general formulas that 
embrace at least one of the polymers in claim 1 , but neither reference is as close 
to the claims as the prior art cited supra. Lai et al. teach fumarate and fumaride 
siloxanes but specifically teach away from the claimed prepolymers. Ando et al. 
and Kawaguchi et al. teach fumarate siloxanes having terminal alkoxy groups, 
which are not within the breadth of Y. 4,717,498 teaches siloxanes having 
internal, rather than terminal, maleic acid groups. The Examiner acknowledges 
that the corresponding PCT search report indicates only "A" references. 

14. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Margaret G. Moore whose telephone number 
is 571-272-1090. The examiner can normally be reached on Monday to 
Wednesday and Friday, 10am to 4pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Randy Gulakowski can be reached on (571) 272-1302. 
The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more infomiation about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). A 




mgm 
1/20/06 



